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Before Sinmms, Walters and Rogers,
Adm ni strative Trademark Judges.

By the Board:

We note prelimnarily that on June 28, 2003, the Board
i ssued a notice of default in this case. In response,
respondent stated that it had tinely filed an answer on
April 10, 2003. Respondent also included a stanped post
card showi ng recei pt of the answer by the Ofice on Apri
14, 2003 and a copy of the answer.

In view of the forgoing, the notice of default is
her eby set aside and the answer is nade of record.

Jimar Corporation has filed a petition to cancel
Regi stration No. 1983400 for the follow ng mark for “shoes,

athletic footwear, sandals, boots and slippers” issued to

! Evidence of the change of juridical formis recorded in the
Assignment Branch of this Ofice at Reel 2388, Frane 0249.
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Montrexport S.R L. Corporation on July 2, 2004, thereafter
conveyed to Montrexport S.P.A., by change of juridical

form?

This case now conmes up for consideration of (1)
petitioner’s conbined notion (filed January 8, 2004) for
summary judgnent and for |eave to anmend the pleadings; (2)
respondent’s cross-notion to anmend the invol ved
registration; and (3) respondent’s notion (filed Cctober 10,
2003) to extend tine to respond to di scovery requests.
Motion to Anend Petition for Cancellation

We turn first to petitioner’s notion to anend the
petition for cancellation to add a cause of action for
fraud.® The amended al |l egations read:

5. On Septenber 25, 2001, Petitioner filed a

Petition For Cancellation of Registrant’s U. S.

Regi stration No. 1,983,400, issued July 2, 1996,

based upon Regi strant’s abandonnent of its

rights to the MONTREX & Design trademark in the

United States, including U S. Registration No.

1, 983, 400.

6. This cancell ation proceedi ng was subsequently

decl ared and the parties proceeded wth
di scovery, as directed by the Board.

2 Section 8 affidavit filed COctober 25, 2001 and accepted June
18, 2002.

3 It is noted that petitioner originally sought cancellation of
the involved registration solely on the ground of abandonnent
with no intent to resunme use.
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7. During the course of discovery in this
proceedi ng, Petitioner |earned that on or about
Oct ober 22, 2001, Registrant filed a Conbined
Decl arati on Under Sections 8 & 15.

8. The Conbi ned Decl arati on Under Sections 8 &
15 filed by Registrant was signed by

Regi strant’s president, G useppe Loris
Montresor, and included the foll ow ng

st atenment s.

“...that the nark...has been in
continuous use in interstate commerce
for five consecutive years from?2
July, 1996 to the present on the
foll om ng goods: shoes, athletic

f oot wear, sandals, boots and
slippers; that said mark id (sic)
still inuse ininterstate; .that all
statenents nade of the undersigned s
own know edge are true and al
statenments nade on infornation and
belief are believed to be true.”

9. On or about July 21, 2003, Petitioner served
Regi strant’s attorney, David A. Winstein, Esq.

a set of interrogatories entitled: Petitioner’s
First Set of Interrogatories to Registrant.

10. On or about Cctober 17, 2003, M. Winstein
served on the undersigned Registrant’s Responses
to Petitioner’s First Set of Interrogatories to
Regi strant.

11. Interrogatory No. 2 of the interrogatories
requested that Registrant identify each use by
Registrant of its mark in conmerce within or
with the United States in conjunction with
athletic footwear.

The response: “Registrant does not sel
athletic footwear in the United States.”

12. Interrogatory No. 5 of the interrogatories
requested that Registrant identify each use by
Regi strant of its mark in comrerce within or
with the United States in conjunction with

sl i ppers.
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The response: “Registrant does not sel
slippers in the United States.”

13. On or about Cctober 30, 2003, Petitioner’s

First Set of Requests for Adm ssions to

Regi strant was nmiled to Registrant’s Attorney.
Those requests for adm ssions were responded to
on or about Novenber 26, 2003.

14. In Registrant’s responses to the requests
for adm ssions, Registrant admts that it does
not and never has sold slippers in United States
in connection with the registered mark|[.]

15. In Registrant’s responses to the requests
for adm ssions, Registrant admts that it does
not and never has sold athletic footwear in
United States in connection with the registered
mar k.

16. Therefore, Registrant admts that it has
never used the registered mark on slippers and
athletic footwear in U S commerce.

17. Accordingly, the statenment nade by
registrant in the Conbi ned Decl arations [sic]
Under Section 8 & 15 that the registered mark
has been in continuous use in interstate
commerce for five consecutive years fromJuly 2,
1996 to present on athletic footwear and
slippers is not true.

20. At the time Registrant submtted its

Conbi ned Decl arati on Under Sections 8 & 15,
Regi strant had not ever and was not then using
its registered mark on slippers or athletic
shoes in conmerce.

21. Accordingly, Registrant, in its Conbined
Decl arati on Under Sections 8 & 15, nmde

knowi ngly false or fraudulent statenents as to
its use of its mark on slippers and athletic
shoes in comerce.

22. Upon information and belief, those false or
fraudul ent statenments in its Conbi ned

Decl arati on Under Sections 8 & 15 were nade by
Registrant with the intent to i nduce authorized
agents of the United States Patent and Tradenmark
Ofice to continue Registrant’s registration.
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23. Upon information and belief, the agents of

the United States Patent and Trademark O fice

did in fact rely on Registrant’s false or

fraudul ent statenents in its Conbi ned

Decl arati on Under Sections 8 & 15, and did grant

continuance of Registrant’s registration, under

Section 8 of the Trademark Act.

24. Accordingly, continuation of the

registration here at issue was procured on the

basis of Registrant’s knowi ngly fal se or

fraudul ent statenents as to its use of its mark

on slippers and athletic shoes.

25. Registrant has commtted fraud with respect

to the continuance of Registration no.

1, 983, 400.

In support of its notion, petitioner argues that during
di scovery in this action, “it has becone apparent that
regi strant has not only abandoned its rights to the
regi stered mark, it has also conmtted fraud by filing a
fal se declaration under Sections 8 and 15 of the Trademark
Act.” Petitioner argues that the facts concerning
respondent’ s fraudul ent decl aration have only recently cone
to light in respondent’s responses to petitioner’s first set
of interrogatories and requests for adm ssion and,
therefore, petitioner should be allowed to anmend the
petition for cancellation to include that claim

Respondent has opposed the notion, arguing that the
notion does not enbody and is not acconpanied by a brief;

that the notion consists of a one sentence request to anmend

and a proposed anended petition for cancellation; and that
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petitioner failed to cite any authority in support of its
nmot i on.

Under Fed. R Cv. P. 15(a), the Board liberally grants
| eave to anend pl eadings at any stage of a proceedi ng when
justice so requires, unless entry of the proposed anendnent
woul d violate settled |law or be prejudicial to the rights of
the adverse party of parties. See, e.g., Polaris Industries
v. DC Comics, 59 USPQ2d 1789 (TTAB 2001); and Boral Ltd. v.
FMC Corp., 59 USPQ@d 1701 (TTAB 2000).

Respondent’ s argunent that petitioner failed to file a
proper notion is not well taken. W find that petitioner set
forth sufficient facts inits notion to allow us to nake a
determnation thereon. W further find the circunstances
appropriate for granting petitioner’s notion for |eave to
anmend the petition for cancellation. Specifically,
petitioner did not learn of the grounds for the fraud claim
until it received respondent’s answers to its interrogatories
and requests for adm ssion and petitioner filed this notion
shortly thereafter. The testinony periods have yet to open
and di scovery coul d be reopened for the purpose of taking
di scovery on the newclaim if that were necessary to avoid
any possible prejudice to respondent. W note, however, that
respondent possesses all of the infornmation concerning the
filing of its conbined Section 8 and 15 declaration in

connection wth the involved registration, so that reopening
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of discovery would not be necessary. Mbreover, respondent
objected to the notion on a purported procedural deficiency,
not on its nerits.

In view thereof, petitioner’s notion for |eave to anend
the petition for cancellation is granted and the anended
petition for cancellation (filed January 8, 2004) is now
petitioner’s operative pleading in this case.

Motion for Sunmary Judgnent and Cross-Mtion to Arend Regi stration

We turn now to petitioner’s notion for sunmary judgnent
solely on the issue of fraud and respondent’s cross-notion
to amend its involved registration.* As support for the
notion for summary judgnent, petitioner argues that
respondent’s statenent in the conbi ned decl arati on under
Sections 8 & 15 that the registered mark has been in
continuous use in interstate cornmerce for five consecutive
years fromJuly 2, 1996 to the present on “athletic
footwear” and “slippers” is not true; that the statenent was
a material msrepresentation of fact with regard to the use
of the mark on those goods; that respondent’s president (the
declarant) was in a position to have personal know edge of
the facts concerning the use of his conpany’s mark on goods

in the United States and, as such, respondent’s president

4 Al though petitioner made a single reference to its abandonnent

claim it is clear that petitioner’s notion for sunmary judgnment
is solely on the fraud claim Accordingly, respondent’s
argunent s regardi ng the abandonnment cl ai m have not been
consi der ed.
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knew or shoul d have known that the representation nade as to
the use of the mark on particular goods was fal se and

m sl eading; and that if the statenent had not been nmade,

t here woul d have been no basis for the continued
registration of the mark with respect to slippers and
athletic footwear and the mark woul d have been cancel |l ed as
to these goods, absent a valid excuse for nonuse.

As regards the elenent of intent, petitioner points out
that the Board in General Car and Truck Leasing Systens Inc.
v. General Rent-A-Car Inc., 17 USPQd 1398, 1400 (S.D. Fla.
1990), aff’'g General Rent-A-Car Inc., v. General Leaseways,
Inc., Canc. No. 14,870 (TTAB May 2, 1998) found that “...
proof of specific intent to commt fraud is not required,
rather fraud occurs when an applicant or registrant nakes a
false material representation that the applicant or
regi strant knew or should have known was false.” Petitioner
accordingly argues that respondent’s president was under an
obligation to ascertain whether the mark was used on
athletic shoes and slippers before signing the declaration.

In short, petitioner maintains that the materi al
m srepresentations of fact, as to the use of the mark on
athletic footwear and slippers, were nmade in the declaration
filed under Section 8 by a person who knew or shoul d have

known that they were false and fraudul ent and, accordingly,
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Regi stration No. 1983400 should be cancelled inits
entirety.

As evidentiary support for its notion, petitioner has
submtted (1) a copy of an office action regarding
petitioner’s pending application Serial No. 76176097,
wherein the Exam ning Attorney has refused registration to
petitioner of its applied-for mark on the basis of a
| i kel i hood of confusion with invol ved Registration No.
1983400; (2) a copy of the Section 8 & 15 declaration filed
by respondent in connection with invol ved Registration No.
1983400; (3) a copy of petitioner’s first set of
interrogatories to respondent and respondent’s responses
thereto; and (4) a copy of registrant’s responses to
petitioner’s first set of requests for adm ssions to
registrant.

Despite respondent’s contention that its response to
the notion for sunmary judgnment appears premature because
the Board has not ruled on petitioner’s notion to anmend,
respondent argues “there are genuine issues of material fact
regardi ng evidence to be considered at final hearing, after
the trial periods, and that Petitioner is not entitled to
judgnent as a matter of law.” WMre specifically, respondent
argues that petitioner’s notion does not expressly state and
does not show that there are no genuine issues of materi al

fact regarding petitioner’s fraud allegation remaining for
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trial; that petitioner’s show ng that respondent’s statenent
inits Section 8 declaration is “not true” does not anount
to proving the statenent is fraudulent; that respondent did
not make a fraudulent statenent, i.e., respondent did not
know ngly make fal se, material representations of fact in
its use declaration inasnmuch as (1) respondent had no intent
to deceive the United States Patent and Trademark O fice;
and (2) M. Montresor, the declarant, did not know the
reference to athletic footwear and slippers was inaccurate
and fal se, when the declaration of use was signed; that M.
Montresor did not understand the | egal effect of the
statenments included in the declaration; and that
accordingly, the notion should be deni ed.

Respondent al so questi oned whet her petitioner’s
reference in its notion to the office action refusing
registration of petitioner’s mark, and attached copy
thereof, is sufficient to show standi ng, because the notion
for summary judgnent is not verified and there is no
decl aration concerning the action.

Additionally, respondent filed a notion to anend its
i nvol ved Regi stration No. 1983400 by deleting “athletic
footwear” and “slippers” fromthe list of recited goods in
an apparent effort to cure the msstatenent inits Section 8

decl arati on.

10
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As evidentiary support for its response and notion to
anend, respondent has submtted two essentially identical
declarations of its president, G useppe Loris Mntresor.
M. Mntresor states, in pertinent part:?>

3. On Septenber 21, 2001, | signed a
Section 8 & 15 Declaration (“Use

Decl aration”) alleging continuous use
of the mark since July 2, 1996 in
connection wth all the goods the

Regi strati on covers, nanely, “shoes,
athletic footwear, sandals, boots, and
slippers.” | signed in ny capacity as
President of Montrexport, S. P.A , an
Italian corporation.

6. At the tine | signed the Use
Declaration, | did not know the Mark
had not been used in the United States
in connection with “athletic shoes”®
and “slippers” after the registration
date. Moreover, because | did not
adm ni ster operations of the

Regi strati on Owmer concerning the sale
of its goods in the United States at
the tinme | signed the Use Decl aration
woul d not have reason to know t he Mark
had not been used in the United States
on such goods after the registration
dat e.

7. At the tine | signed the Use

Decl aration, the legal effect of the
statenments in the Use Declaration were
unclear to ne. | had an honest

m sunder st andi ng about such effect
concerning the statenents. Based upon
i nformation provided to ne
specifically regarding the Mark’ s use
in the United States (about which

®> The Board has repeated paragraphs fromrespondent’s

declaration in support of its response to the notion for summary
j udgnent .

® M. Mntresor has repeatedly used the term*“athletic shoes” in
his declaration. W read this termas nmeaning athletic footwear.

11
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had no actual know edge), | did not
understand the inplication of the
phrase “w |l ful false statenent.” To

the extent | understood the phrase, |
was under the inpression a wllful

fal se statenent is one deliberately
made with intent to deceive. Wen
signed the Use Declaration |I did not
know references to “athletic shoes”
and “slippers” was inaccurate and
false, nor did | intend to deceive the
United States Patent and Trademark

O fice for purposes of maintaining the
regi stration.

8. Based upon provided infornmation
and what | knew t hen, when | signed
the Use Declaration | did not believe
it contained any willfully fal se
statenments, because it says
“statenents made on informati on and
belief are believed to be true.” |
believed the reference to “athletic
shoes” and “slippers” was true.

10. To the extent statements in the
Use Decl aration were inaccurate and
false, | made themin good faith

al t hough t hrough i nadvertence and,

per haps, negligent oni ssion. They
were not fraudulent. | did not
bel i eve or have know edge t hat
statenments about “athletic shoes” and
“slippers” were false and | had no
intention to deceive the United States
Pat ent and Tradenmark O fice.

11. | subsequently |earned of the

i naccurate statenents and, on behal f of
the Registration Owmer, am requesting
amendnent of the Registration to correct
it regarding the identification of goods
so that the Registration Ower w Il not
possess a substantive benefit to which
it 1s not entitled.

In reply, petitioner contends that respondent’s

procedural objections as to the premature nature of the

12



Cancel | ati on No. 92032471

notion for summary judgnent are unfounded. As regards the
issue of intent, petitioner argues that it is irrelevant
that M. Montresor actually knew whether athletic footwear
and slippers were being sold under the mark in the United

St at es when he signed the declaration of continued use.

This is so, petitioner argues, because as president of
respondent, M. Mntresor is in a position to have know edge
as to which goods bearing the mark his conpany was selling
inthe United States and is chargeable with that know edge,
regardl ess of his understandi ng concerning the fact of use.

As regards the notion to anend the invol ved
registration, petitioner states that Section 7(e) of the
Trademar k Act provides that a registration may be anended
“for good cause” and that the request based on m stake by a
regi strant under 37 CF.R 8 2.175 nmust be acconpani ed by the
required fee, the registration certificate (or a certified
copy thereof) and a showing that the registrant’s m stake was
made in good faith. Petitioner contends that respondent has
conplied with none of the requirenents.

Additionally, petitioner, citing to Medinol Ltd. v.
Neuro Vasx Inc., 67 USPQ2d 1205 (TTAB 2003) argues that when
a registration is based upon a fraudul ent statenent, the
registration is void inits entirety and cannot be

rehabilitated by anendnent.

13
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A party is entitled to summary judgnment when it has
denonstrated that there are no genuine issues as to any
material facts, and that it is entitled to judgnent as a
matter of law. Fed. R Cv. P. 56(c). The evidence nust be
viewed in a light favorable to the nonnoving party, and al
justifiable inferences are to be drawn in the nonnovant’s
favor. See Qpryland USA Inc. v. The Geat American Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992).

Fraud in maintaining a registration involves a wllful
w t hhol ding fromthe Patent and Trademark O fice by a
registrant of material information or facts which, if
transmtted and disclosed to the exam ner, would have
resulted in the possible cancellation in whole or in part of
a registration for failure to conply with Section 8. See
Vol kswagenwer k Akti engesel | schaft v. Advance Wl di ng and
Mg. Corp., 193 USPQ 673 (TTAB 1976).

The intent elenent of fraud may be found when an
applicant or registrant nmakes a fal se, materi al
representation that the applicant or registrant knew or
shoul d have known was false. Torres v. Cantine Torresella
S.r.l., 808 F.2d 46, 1 USPQ2d 1483 (Fed. GCr. 1986). See
al so General Car and Truck Leasing Systens Inc. v. General
Rent-A-Car Inc., supra; Duffy-Mtt Conpany, Inc. v.
Cunmber | and Packi ng Conpany, 165 USPQ 422 (CCPA 1970); and

Medi nol Ltd. v. Neuro VASX, Inc., supra.

14
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Initially, respondent’s notion to anend the invol ved
registration is denied as inappropriate under the
circunstances.’ That is, respondent cannot cure an act of
fraud by a | ater amendnent. Even if the false information
is deleted, the question remains whether or not respondent
commtted fraud upon the Ofice in the maintenance of its
registration. Cf. Medinol v. Neuro Vasx, supra.

W now turn to petitioner’s notion for sunmary
judgnent. As regards the issue of standing, the Board has
previously held that standing is found where a plaintiff has
been refused registration because of defendant’s
registration. See Hartwell Co. v. Shane, 17 USPQ@d 1569
(TTAB 1990). Herein, petitioner has nmade of record the
of fice action denying registration to it based upon the
exi stence of involved Registration No. 1983400.% Despite
respondent’ s contention otherwi se, we find petitioner’s
subm ssion sufficient, per se, to show the |ack of any
genui ne issue of material fact as to petitioner’s standing;
and that petitioner has standing to bring the cancell ation

proceedi ngs consi dered herein.

" W point out that the motion is also procedurally inproper

because it was not acconpani ed by the proper fee. See Trademnark
Rule 2.173(a).

8 Not ably, the records of this Ofice confirmthe status of
petitioner’s pending application.

15
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As regards the issue of fraud, based on the parties’
briefs and the record before us, it is undisputed that
respondent cl ai med continued use on the foll ow ng goods when
it filed its conbi ned decl aration of continued use and
i ncontestability under Sections 8 & 15 of the Trademark Act:

shoes, athletic footwear, sandals, boots and
slippers. (enphasis added)

This listing of goods is preceded by the foll ow ng
statenent: that the mark shown therein [in the acconpanyi ng
speci nens] has been in continuous use in interstate comerce
for five consecutive years from2 July, 1996 to the present
on the follow ng goods. The signed declaration attested to
the truth of the statenents nade therein.

It is also undisputed that respondent has never used the
i nvol ved mark on the goods identified as “athletic footwear”
and “slippers” inthe United States. (See respondent’s
responses to petitioner’s first set of interrogatories Nos. 2
and 5 and respondent’s responses to petitioner’s requests for
adm ssions Nos. 3-7 and 8-12); see also, Mntresor Dec. at 6.

Respondent’s explanation for its “inadvertence” in
identifying the goods on which its mark had been in
continuous use since the registration date is that its
decl arant “did not know the mark had not been in used in the
United States in connection with “athletic shoes’ and
‘slippers’ after the registration date.” Montresor Dec. at

6. Further, M. Mntresor, in his declaration, states that

16
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“because [he] did not adm ni ster operations of the Registrant
Owner concerning the sale of its goods in the United States
at the time [he] signed the Use Declaration [he] would not
have reason to know the Mark had not been used in the United
States on such goods after the registration date.” Montresor
Dec. at 8 and 9.

Based on the record, there is no genuine issue of
material fact that respondent filed a declaration of
continued use and signed the sane, attesting to the truth of
all statenments therein, when it knew or should have known
that it did not use the mark in connection with all of goods
listed in the declaration.

There is no question that the continued registration of
the involved mark for “athletic footwear” and “sli ppers”
woul d have been disall owed but for respondent’s
m srepresentation, because the USPTOWw || not maintain a
regi stration covering goods upon which the mark has not been
used. Therefore, alleging use of a mark in connection with
goods in a declaration of continued use pursuant to Section 8
of the Trademark Act, when there is no use, is a false,
mat eri al representation.

The fact that respondent may not have understood the
| egal effect of a clear and unanbi guous requirenent for a
decl aration of continued use does not negate the intent

el ement of fraud in a Board proceeding. Applicant’s

17
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President, M. Mntresor, signed the declaration that clearly
stated respondent was using the mark on “athletic footwear”
and “slippers” when M. Mntresor knew (or shoul d have known)
respondent was not using the mark on these goods. Respondent
is charged with know ng what it is signing and by signing
with a “reckless disregard for the truth” respondent commts
fraud.® See Medinol v. Neuro Vasx, supra. M. Montresor’s
statenents that he did not “believe or have know edge t hat
statenents about ‘athletic shoes’ and ‘slippers’ were fal se”
and that he had “no intention to deceive the United States
Patent and Trademark O fice” do not avoid the fraud. As
stated in General Car and Truck “the intent of [the
signatories] is not material to the question of fraud in this
cause.” Ceneral Car and Truck, 17 USPQ2d at 1401. Moreover,
and as previously stated, respondent cannot cure an act of

fraud by a | ater anmendnent.

® Respondent seens to argue for a nore restrictive view of

i ntent; however, the appropriate inquiry is not into a
registrant’s subjective intent, but rather into the objective
mani festations of that intent. See Medinol v. Neuro Vasx, 67
UsP@d at 1209. It is well established that in Board proceedi ngs
“proof of specific intent is not required, rather, fraud occurs
when an applicant or registrant nakes a fal se materi al
representation that the applicant or registrant knew or should
have known was fal se.” General Car and Truck, 17 USPQ2d at 1400-
1401 (intent of the signatories not naterial to question of
fraud). In this regard, it is inportant to note that the
Tradenmark Office relies on the thoroughness, accuracy and honesty
of each registrant. Allowing registrants to be careless in their
statenents of continued use would result in registrations

i nproperly accorded | egal presunptions in connection wth goods
on which the mark is not used.

18
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Addi tionally, respondent attenpts to distinguish the
cases relied upon by petitioner, i.e., Medinol; Ceneral Car
and Truck; and Torres, by stating that here respondent’s
m srepresentations were in regard to the mai ntenance of a
registration and were nade in good faith and w thout actual
know edge that the statenents were untrue, whereas in those
cases the m srepresentations occurred in the procurenent of
the registrations and/or with the declarants’ know edge. W
find this distinction to be imuaterial. At the tine a
registrant files a declaration of continued use under Section
8, the registrant nmust know if it is using the mark on the
goods. Wile there may be circunstances where a m stake as
to use is made that does not constitute fraud, that is not
t he case before us.

For the reasons set forth above, we find that
respondent’s material m srepresentations made in connection
with its declaration of continued use were fraudul ent.

In view of the foregoing, there are no genui ne issues of
material fact remaining for trial and petitioner’s notion for
summary judgnent is granted; the petition to cancel is
granted; and Registration No. 1983400 will be cancelled in

due course.

10 Consequently, respondent’s notion to extend tine to respond to

petitioner’s discovery request is noot.
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